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REMARKS 



Claims 38-SO ere all the claims pending in the application. All pending claims stand 
rejected. Reconsideration and allowance of claims 38*50 are respectfully requested in view of 
the remarks the follow. 

CLAIM REJECTIONS 

35 U.S.C. S 103 

10 Claims 38, 40-42 and 44-50 are rejected under 35 U.S.C. § 103(a) as being unpatentable 
over U.S. Patent 6,353,398 to Amin et al (heremafter ''Amin") in view of U.S. Patent 6,812»860 
to Schwarzwalder Jr (hereinafter ''Shwarzwalder"). Applicant respcctfidly traverses this 
rejection for the following reasons. 

Legal Standard 

It is well established that prima facie obviousness is only established when three basic 
criteria are met. First» there must be some suggestion or motivation, either in the references 
Aemselves or in the knowledge generally available to one of ordinary skill in ttie art, to modify 
the reference or combine reference teachings. Second, there must be a reasonable expectation of 
success. Finally, the prior art reference (or references vAuen combined) must teach or suggest all 
the claim limitations. In re Vaeck, 947 F.2d 488 (Fed. Cir. 1991) (MPEP 2144). 

Obviousness can only be established by combining or modifying the teachings of the 
prior art to produce the claimed invention where there is some teadUng, suggestion, or 
motivation to do so found either explicitly or implicitly in the references themselves or in the 
knowledge generally available to one of ordinary sill in ^ art. In re Kotzab, 217 F Jd 1365, 
1370 (Fed. Cir. 2000). The mere fact that references can be combined or modified does not 
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render the resultant combinatioti obvious unless the prior art also suggests the desirability of the 
combination. In re MiUs, 916 F-2d 680 (Fed* Cir. 1990). 

Argument 

The Office Action alleges Amin discloses all of the limitations of Applicant's 
independent claims 38, 42 and 47 with the exception of ow ot more crieteria specified by the 
user is price criteria (or similar limitations present in the independent claims). The Office 
Action relies of Schwarzwalder to make up for this deficiency alleging it would be obvious to 
modify the Amin system so that it would be capable of providing information based on price 
criteria because ^it would be advantageous to users who have a spending budget limit*" (6/1 4/06 
Final Office Action pg. 3). 

Applicant respectfully disagrees and submit that prima facte obviousness has not been 
established because (i) there is no proper motivation to combine references as suggested; and (ii) 
even if it were proper to combine references as proposed in the Office Action, ail of the 
limitations present in Applicant's claims are not disclosed or suggested. 

NO PROPER MOTIVATION TO COMBINE AD MIN WFTH SCHWARZWALDER 

Amin discloses a system in wiuch a global positioning directed information system 
(OPDIS) 30 which is itself a global ooftiti^ning M^MI*^ wfltem tift^ mf^rry^atinn datftbaaea or 
servers and is used to determine the location of a mobile user and to push, substantially 
unsolicited, information to a user. (Col, 3, IL 3, 14, 35, 41, 44, 48, 55, 63, 66 and col- 4, 11. 1, 16, 
25). The push technology disclosed primarily by Amin is emirely unrelated to Applicant's 
claims or the system disclosed by Schwarzwalder. However, Amin does disclose one brief 
embodiment, referring to Fig* 4, in which a user can submit real-time "queries" directed to global 
positioning directed information system (GPDIS) 20. (Col, 4, 11. 29-50). In this brief mention by 
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AnUn* no reference location information is ever transmitted by the mobile user 50 to OPDIS 20 
since GPDIS 20 itaelf determines the location of the mobile user 50, 

By way of contrast, Schwarzwalder discloses a travel information system 1 50 which may 
obtain location information from the onboard information device 100 via its own global 
positioning receiver 120. (CoL 4, 11. 1 1-20). Accordingly, Applicant respectfWly submits 
Schwaizwalder is incompatible with Amin and in fact teaches away from any combination with 
Amin, 

THE COMBINATION OF AMIN AND S WARZWALDER FAIL TO TEACH OR SUGGEST 
THE LIMITATIONS PRESENT IN APPLICANTS CLAIMS. 

Applicant's independ^ claims 4^ and 47 explicitly recite a wireless communication 
system in which ''location i^ormattort" and "user specified price criterion** are transmitted to 
another device. Applicant respectfully submits that Amin's global positioning directed 
information system 20 indisputably determines the location of a user without any location 
information being provided by a user or mobile device. (CoL 2, 11. 60-^63 and col. 3, 11. 37-38). 
Thus Amm, which is cited as teaching all the limitations of Applicant's rejected claims with the 
exception of "user specified price criterion** teaches the direct opposite of what is claimed by 
Applicant; namely location irtformation and user specified price criterion being transmitted by 
the wireless communication device. 

With regard to Applicant's independent claim 38. there has been no showing, and it 
appears the Office Action has entirely overlooked Applicant's claimed limitation oUdmtifylng a 
reference location x^hstantiallv at the same time of receiving the one or more price criteria. 
Since Amin admittedly never receives any user specified price criteria, and since Schwarzwalder 
only mentions a **user may specify that only hotels with a predetermined price rand be provided 
to the user by the onboard information device 100" in connection with a user profile 1 10 " stored 
within a memorv of a travel information svstem ISO /' there is simply no basis to allege that the 
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combination of Amin and Schwarzwaider discloses identifying a reference location substantially 
at the same time of receiving the one or more price criteria. 

Lastly^ the OfSce Action expressly admits that neither Amin nor Schwarzwaider 
discloses the limitations present in fflflimff ^ respectively relating to a non-volatile 
memory and a price of fuel (6/1 4/06 Final Office Action pgs, 4-5). Therefore, since the cited 
references, even in combination, admittedly fail to teach or suggest each and every limitation 
present in claims 44 and 46, the fact that prima facie obviousness has not been established for 
these claims has already been expressly admitted by the Office Action. (See MPEP 2143 and In 
re Vaeci:), 

Because the cited references are incompatible to combine with one another and therefore 
teach away from any proposed combination and since Amin and Schwarzwaider, taken alone or 
in combination, admittedly fail to teach or suggest all of the limitations present in Applicant's 
claims, prima facie obviousness has not been established. Accordingly, Applicant respectfully 
requests reconsideration and withdrawal of the § 103 rejection based on Amin and 
Schwarzwaider. 

2« Claims 3y and 43 are rejected under 35 U.S.C. § 103(a> as being unpatentable over Amin 
in view of Schwarzwaider in further view of U.S. Patent 6»397,040 to Titmuss et al. (hereinafter 
"Titmuss"). 

Titmuss was cited by the Office Action to teach a location input into a portable device by 
a user. The Office Action alleges it would be obvious to combine the technique disclosed by 
Titmuss with the combination of Amin and and Schwarzwaider "because it would provide up to 
date information as desired." (6/14/06 Office Action pg, 7), Applicant respectfully disagrees. 

Applicant respectftUly submits that since Amin relies explicitiy on the use of GPDIS 
system 20 to track a mobile user^s location, it already 'provides to date information [regarding 
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the location of a user or mobile device] as desired/ Since Amin uses GPS explicitly to 
determine reference location information using a "smart card" to track a user is entirely 
redundant and unnecessary. (See col. S, 11. 1-8 of Titmuss regarding tracking a user's position). 
Accordingly, the skilled artisan would not have any motivation to supplant the GPS tracking of 
Amin« for which its ''global positioning directed information system'' (GPDIS) 20 is entirely 
based^ with the ccmrniunicotion transponder techniques discussed in Titmuss. Instead, it appears 
the motivation to ignore the express teachings of Amin and modify with the location updating 
techniques of Titmuss is based solely in an attempt to reconstruct Applicant's claims in 
piecemeal fashion using the improper hindsight of Applicant's disclosure as a guide. 
Conclusions based upon the im|nx>per hindsight of an Applicant's disclosure can never establish 
prima facie obviousness. Since there is no proper motivation to modify Amin and 
Schwarzwalder with Titmuss, prima facte obviousness has not been established. 

Applicant also points out that a user turning a cellular telephone on is not remotely 
analogous to Applicant's claimed limitation of a location being input into a portable device 
the user , as presently recited in Ai^licant's claim 39. 

With respect to claim 43. Applicant disagrees with the Office Action allegations that 
Titmuss discloses siding **consumer iftformation including a name of at least one vendor and 
an associated location of the at least one vendor*' The cited passage of Titmuss actually states 
that an information source description is returned which includes "the name of the information 
source, a smnmary of its contents, its address and its locality record." Col. 6, 11. 33-35. There is 
no mention of any "vendor" by Titmuss; rather the cited passage relates to providing a name of 
an " mffimift f j ^n source from which information is provided to users via a telecommunications 
system." (Abstract). The list of infomiation sources '*allow the user to select an igformation 
source of interest and therebv to acc ess information from the source ." (Abstract). Accordingly, 
even in combination the cited references fail to teach or suggest the limitations present in 
Applicant's claims 39 and 43. Since Amin, Schwarzwalder and Titmuss, taken alone or in 
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combination, ^1 to teach or suggest the limitations present in Applicant's claims 39 and 43» 
prima facie obviousness has not been established. 



In view of the foregoing allowance of this application is believed to be in order, and such 
action is hereby solicited. If any issues arise ^^ch the Examiner feels may be best resolved 
through a personal or telephone interview, the Examiner is kindlv requested to contact the 
under^iffled at the telcphotie number listed below. 

Applicant hereby petitions fm* any extension of time which may be required to maintain 
the pendency of this case« and any required fee or deficiency thereof, except for the Issue Fee, is 
to be chained to Deposit Account U 50-0221. 



Date: September 14, 2006 

c/o 

Blakely, SokolofiT, Taylor & Zafinan, LLP 
12400 Wilshire Blvd.» Seventh Floor 
Los Angeles, CA. 90025-1026 
(503)264^0967 



CONCLUSION 



Respectfully submitted. 




Stuart A. Whittington { 
Registration No. 45,21 
Intel Corporation 
(480)715-3895 
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